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DETAILED ACTION 

• This action is in response to applicant's amendment received on 14 December 2006. All 
corrections made are accepted. 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1 and 4-8 have been considered but 
are moot in view of the new ground(s) of rejection. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Claim Objections 

3. Claims 1 , 5, and 8 are objected to because of the following informalities: 
typographical errors. For example, in claims 1 and 5 the term "an" may be inserted 
between the phrases "from one side of either" and "inside or outside" and in claim 8, the 
term "a" may be inserted between the terms "wherein" and "distance." Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claim 4 is rejected under 35 U.S.C. 102(b) as being anticipated by Scholl (Patent 
No. 3,893,238). Scholl discloses a knife (Figures 1-3) comprising a rod-shaped grip 
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(17), a cutter holder (the assembly 16, 18, 20, 21, and 80) being detachably attached to 
a tip portion of the rod-shaped grip (See Figure 2) and having a knife main body (19), a 
first bent portion formed on the rod-shaped grip (adjacent element 44) and a second 
bent portion formed on the cutter holder (between portions 26 and 27). Figure 2 shows 
the tip portion (40) of the rod-shaped grip (17) has a plate-like shape (since it formed of 
a thin piece of material of uniform thickness), is provided with a long hole (hole 42 
penetrates down through the center portion to hole 43 on the other side of the tip 
portion, thus provides a long hole), and is provided with a slit at the tip (the holes 42 and 
43 run through tip 40, thus providing a slit at the tip portion). Figure 2 further shows the 
cutter holder (the assembly 16, 18, 20, 21, and 80) has a first engagement portion 
(portion of tail 27 and portion of main body 26) that engages with the long hole, and a 
second engagement portion (portion of body 26) that is inserted in the slit. 

The introductory statement of intended use has been carefully considered, but 
deemed not to impose any structural limitations on the claims to make them patentably 
distinguishable over Scholl's device, which is capable of being used as claimed if one 
desires to do so. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U r S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
. invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Scholl. Scholl discloses a device as described above, however, does not specifically 
disclose what the angle is between the grip and the knife main body. However, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to have the angle between the grip and the knife main body fall between 10 
degrees and 60 degrees, since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routing skill in the art. 

Furthermore, Scholl does not specifically disclose what the distance is from the 
first bent portion to the knife main body. However, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide a distance 
of 3 cm between the first bent portion and the knife main body, since it has been held 
that discovering an optimum value of a result effective variable involves only routine skill 
in the art. 

9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Scholl in 
view of Frantzen (Patent No. 5,769,866). Scholl discloses a device as described above, 
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including a linearly formed cutter (69) on the knife main body (19); however, Scholl does 
not disclose the cutter is oriented upwardly. Frantzen discloses an incision device 
(Figures 8-10 and 12). Frantzen teaches the cutter (174) of the knife main body (170) is 
oriented upwardly (see Figures 8-10 and 12 for illustration). It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to orient the cutter 
of Scholl upwardly as taught by Frantzen in order to provide a forward cutting incision 
device (column 7, lines 52-53), thus providing a device that can form an incision in a 
lumen in an accurate and reliable fashion in a surgical environment where little 
maneuvering room is provided for the incision device (column 2, lines 56-63) since the 
view of the line of incision is not being blocked by the users hand when performing a 
forward incision. 

Allowable Subject Matter 

10. . Claim 1 is allowable. The following is a statement of reasons for the indication of 
allowable subject matter: The inclusion of the limitation the cutter holder engages the 
tip portion of either inside or outside of the tip portion and projects from an opposite side 
of the tip portion, and an angle between the rod-shaped grip and the knife main body is. 
changeable depending on whether the cutter holder is engaged with the tip portion from 
the inside or the outside of the tip portion. This limitation is included in all the claims and 
is not found in the prior art references. 

11. Claim 5 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
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claim and any intervening claims. The reasons for the indication of allowable subject 
matter are the same as the reasons given for claim 1 (see above). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory ^action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melanie Tyson whose telephone number is (571) 272- 
9062. The examiner can normally be reached on Monday through Friday 9:00 a.m. - 
5:30 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan Nguyen can be reached on (571) 272-4963. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Melanie Tyson 



February 15, 2007 




ANHTUAN T.NGUYEN 
SUPERVISORY PATENT EXAMINER 




